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DETAILED ACTION 

1. Claims 1-4, 6-11, and 13-16 have been examined. Claims 5 and 12 were cancelled in 
amendment dated September 21, 2007. 

Claim Rejections - 35 USC §103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claims 1 and 3 are rejected under 35 U.S.C. 103(a) as being unpatentable over Guess (US 
2003/020471 1 Al), in view of Sun et al. (US 2004/0237067 Al, hereinafter Sun). 

4. As per claim 1, Guess teaches the claimed invention including a method for preserving 
configuration data during firmware modification (see abstract, lines 13-16, and [0013]), said 
method comprising: 

a) extracting configuration data from an existing firmware structure in a firmware device 
(see Fig 3, Fig 4-2, step 270, abstract, [0060], and [0068]); 

b) storing said configuration data (see Fig 3, Fig 4-2, steps 280, 290, abstract, lines 13-16, 
[0060], and [0069]); 

c) combining said configuration data with a new firmware structure thereby creating a 
configured firmware structure (see Fig 3, items 150, 160, [0056], [0064]; EN: the configuration 
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data is combined with the new firmware since the new configuration data is within the new 
firmware as shown in Fig 3). 

Guess does not teach downloading the configured firmware structure to the firmware 

device. 

Sun teaches a method to dynamically customize software based on user properties and 
download the customized software to the user (see Fig 6, [0013], [0017], [0018], [0020]). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to have modified Guess such that the new firmware structured is constructed and then 
downloaded as taught by Sun because it allows software developers to accurately test the 
functionality of customized logic (see [0002] of Sun). 

5. As per claim 3, Guess teaches the downloading is accomplished via a link between a 
downloading computing device and said firmware device (see [0023], [0027], and [0055]). 

6. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Guess (US 
2003/020471 1 Al), in view of Sun et al. (US 2004/0237067 Al, hereinafter Sun), as applied to 
claim 1 above, further in view of Woodard et al. (US 2002/0104080 Al, hereinafter Woodard). 

7. As per claim 2, Guess and Sun do not teach said storing takes place on a web server. 
Woodard teaches storing application settings within a remote server system (see Fig 1, 

Fig 3, [0011], and [0012]). 
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It would have been obvious to one of ordinary skill in the art at the time of the invention 
to have modified Guess and Sun such that the configuration data is stored in a web server as 
taught by Woodard because the stored application settings can be retrieved by the subscriber for 
purposes of restoring a crashed system (see [0012] of Woodard). 

8. Claims 4 and 7-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over Guess 
(US 2003/020471 1 Al), in view of Woodard et al. (US 2002/0104080 Al, hereinafter Woodard), 
further in view of Autry (US 6,990,577 B2, hereinafter Autry). 

9. As per claim 4, Guess teaches the invention as claimed including a method for preserving 
configuration data during firmware modification (see abstract and [0013]), said method 
comprising: 

a) extracting configuration data from an existing firmware structure in a firmware device 
(see Fig 3, Fig 4-2, step 270, abstract, [0060], and [0068]); 

b) storing said configuration data (see Fig 3, Fig 4-2, steps 280, 290, abstract, [0060], and 
[0069]); 

c) modifying said configuration data to be compatible with a new firmware structure (see 
Fig 3, [0056], [0063]); 

d) combining said modified configuration data with said new configuration structure 
thereby creating a configured firmware structure (see Fig 3, items 150, 160, [0056], [0064]). 

Guess does not teach said extracting is accomplished over a network connection and 
storing said configuration data on a web server. 
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Woodard teaches extracting application settings from a computing device over a network 
connection and storing the extracted application settings within a remote server system (see Fig 
1, Fig 3, Fig 5, [0010]- [0012]). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to have modified Guess such that the configuration data is extracted over a network connection 
and stored in a web server as taught by Woodard because the server system provides a network- 
based, easy, fast, and comprehensive method of extraction/transference of settings and stored 
application settings can be retrieved by the subscriber for purposes of restoring a crashed system 
(see [0008] and [0012] of Woodard). 

Guess and Woodward do not teach writing the configured firmware structure to said 
firmware device. 

Autry teaches a method of preserving configuration data where a new firmware structure 
is combined with existing configuration data to form a configured firmware and the configured 
firmware is written to the firmware device (see Fig 3, Fig 4, abstract, column 1, lines 17-21, 
column 2, line 44 - column 3, line 15; EN: the configuration data is combined with the new 
firmware since the new configuration data is within the new firmware as shown in Fig 4 and the 
configured firmware structure is written to the firmware device when it is written to the firmware 
memory to replace the existing firmware). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to have modified Guess and Woodward such that the configured firmware structure is formed 
before being written to the firmware device as taught by Autry because the configured firmware 
structure can be tested first before it replaces the existing firmware structure. 
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10. As per claim 7, Guess teaches the invention as claimed including a method for preserving 
configuration data during firmware modification (see abstract and [0013]), said method 
comprising: 

a) extracting configuration data from an existing firmware structure in a firmware device 
(see Fig 3, Fig 4-2, step 270, abstract, [0060], and [0068]); 

b) storing said configuration data (see Fig 3, Fig 4-2, steps 280, 290, abstract, [0060], and 
[0069]); 

d) converting said configuration data to a format compatible with a new firmware 
structure (see Fig 3, Fig 4-2, step 320, [0056], and [0072]); 

e) combining said configuration data with a new firmware structure thereby creating a 
configured firmware structure (see Fig 3, items 150, 160, [0056], [0064]). 

Guess does not teach that the extracted configuration data is uploaded over a network 
connection. 

Woodard teaches that uploading extracted application settings over a network connection 
(see Fig 1, Fig 3, Fig 5, and [0051] of Woodard). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to have modified Guess such that the extracted configuration data is uploaded over a network 
connection as taught by Woodard because the server system provides a network-based, easy, 
fast, and comprehensive method of extraction/transference of settings and stored application 
settings can be retrieved by the subscriber for purposes of restoring a crashed system (see [0008] 
and [0012] of Woodard). 
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Guess and Woodward do not teach installing the configured firmware structure to said 
firmware device. 

Autry teaches a method of preserving configuration data where a new firmware structure 
is combined with existing configuration data to form a configured firmware and the configured 
firmware is installed to the firmware device (see Fig 3, Fig 4, abstract, column 1, lines 17-21, 
column 2, line 44 - column 3, line 3; EN: the configured firmware is installed when it is written - 
to the firmware memory replacing the existing firmware). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to have modified Guess and Woodward such that the configured firmware structure is formed 
before being installed on the firmware device as taught by Autry because the configured 
firmware structure can be tested first before it replaces the existing firmware structure. 

11. As per claim 8, Guess does not teach said storing is accomplished on a web server. 
Woodard teaches said storing is accomplished on a web server (see [0012]). 

12. As per claim 9, Guess further teaches said storing is accomplished on a downloading 
computing device (see [0046], [0061]-[0062]). 

13. As per claim 10, Guess further teaches said storing is accomplished on said firmware 
device (see [0054] and [0069]). 
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14. As per claim 11, Guess further teaches said downloading is accomplished over a serial 
link (see [0023], [0027], and [0055]). 

15. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Guess (US 
2003/020471 1 Al), in view of Woodard et al. (US 2002/0104080 Al, hereinafter Woodard), 
further in view of Autry (US 6,990,577 B2, hereinafter Autry), as applied to claim 4 above, 
further in view of Broeksteeg et al. (US 2002/0124243 Al, hereinafter Broeksteeg). 

16. As per claim 6, Guess, Woodward, and Autry does not teach said modifying also 
comprises installing additional configuration data not included in said extracted configuration 
data. 

Broeksteeg teaches a method to convert configuration data for a software update (see 
abstract, [0008], [0009]), which includes installing additional configuration data not included in 
the extracted configuration data (see [001 1]). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to have modified Guess, Woodard, and Autry such that the modifying also comprises installing 
additional configuration data not included in said extracted configuration data as taught by 
Broeksteeg because the operation of adding a new configuration parameter allows the new 
software to maintain configuration information about an aspect that was not available in the 
earlier software (see [001 1] of Broeksteeg). 
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17. Claims 13 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over Guess 
(US 2003/020471 1 Al), in view of Woodard et al. (US 2002/0104080 Al, hereinafter Woodard), 
further in view of Sun et al. (US 2004/0237067 Al , hereinafter Sun)r 

18. As per claim 13, Guess teaches the invention as claimed including a system for 
preserving configuration data during firmware modification (see [0074]), said system 
comprising: 

a) a firmware device comprising a memory for storing an upgradeable firmware structure 
and configuration data (see abstract, [0013], [0029]-[0031], and [0075]); 

c) a download computing device (see [0022], [0027], [0055], and [0078]); and 
e) a direct connection between said firmware device and said download computing 
device, wherein configuration data is extracted from said firmware device and combined with a 
new firmware structure to create a configured firmware structure and write the configured 
firmware structure to said memory (see Fig 3, Fig 4, abstract, [0056], [0060], [0063]-[0065], 
[0068]-[0072]). 

Guess does not teach a web-based data management utility residing on a server, a 
network connection connecting said firmware device, said download computing device, and said 
web-based management utility, and said management utility may recover said configuration data 
from said firmware device and store said configuration data on said server. 

Woodard teaches a web-based data management utility residing on a server (see Fig 3, 
abstract, [0038], [0049], [0050]), a network connection connecting a computing device, a 
download computing device, and said web-based management utility (see abstract, [0009]- 



1 
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[0013]), and said management utility may recover application settings from a computing device 
and store said application settings on said server (see Fig 5, abstract, and [0051]). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to have modified the system of Guess to contain a web-based data management utility residing 
on a server, a network connection connecting said firmware device, said download computing 
device, and said web-based management utility, and said management utility may recover said 
configuration data from said firmware device and store said configuration data on said server as 
taught by Woodard because the server system provides a network-based, easy, fast, and 
comprehensive method of extraction/transference of settings and stored application settings can 
be retrieved by the subscriber for purposes of restoring a crashed system, transference to a 
repaired or new system, converted for use on a new differing device or updated to reflect 
changes in software (see [0008] and [0012] of Woodard). 

Guess and Woodard also do not teach that the combining of configuration data with a 
new structure to create a configured firmware structure and writing the configured firmware 
structure to the memory is done by the management utility. 

Sun teaches a management utility (i.e., packaging system) to dynamically customize 
software based on user properties and download the customized software to the user (see Fig 6, 
[0013], [0017], [0018], [0020]). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to have modified Guess and Woodard such that the combining of configuration data with a new 
structure to create a configured firmware structure and writing the configured firmware structure 
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to the memory is done by the management utility as taught by Sun because it allows software 
developers to accurately test the functionality of customized logic (see [0002] of Sun). 

1 9. As per claim 14, Guess further teaches said configuration data is converted to a new 
format before combination with said firmware structure (see Fig 3, Fig 4-2, step 320, [0055]- 
[0057], and [0072]). 

20. Claims 15 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over Guess 
(US 2003/020471 1 Al), in view of Woodard et al. (US 2002/0104080 Al, hereinafter Woodard), 
farther in view of Sun et al. (US 2004/0237067 Al, hereinafter Sun), as applied to claim 13 
above, further in view of Broeksteeg et al. (US 2002/0124243 Al, hereinafter Broeksteeg). 

21. As per claim 15, Guess, Woodard, and Sun do not teach said configuration data is 
compile with additional configuration information not included in said extracted configuration 
data before combination with said new firmware structure. 

Broeksteeg teaches a method to convert configuration data for a software update (see 
abstract, [0008], [0009]), which includes installing additional configuration data not included in 
the extracted configuration data (see [001 1]). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to have modified Guess, Woodard, and Sun such that the configuration data is compile with 
additional configuration information not included in said extracted configuration data before 
combination with said new firmware structure as taught by Broeksteeg because the operation of 
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adding a new configuration parameter allows the new software to maintain configuration 
information about an aspect that was not available in the earlier software (see [001 1 of 
Broeksteeg). 

22. As per claim 16, Broeksteeg does not specifically teach said additional configuration 
information is obtained by querying network devices. However, Broeksteeg teaches that the 
additional configuration information is obtained as part of the update stream where the update 
stream is from a remote location in a network (see [0014], [0023], [0028]). While Broeksteeg 
teaches the update stream is broadcasted, it would have been obvious to one of ordinary skill in 
the art at the time of the invention that another common method of obtaining updates in an 
apparatus is for the apparatus to query remote locations which could be a network device for 
updates. In this alternative method obtaining updates, the additional configuration information 
obtained as part of the update is obtained by querying the remote location that supplied the 
update. 

Response to Arguments 

23. Rejection of Claims 1-16 under 35 U.S.C. 112. second paragraph: 

24. The rejections of claims 1-16 are overcome by applicants' amendments. 



25. Rejection of Claims 1-16 under 35 U.S.C. S 102(e) and 35 U.S.C. $ 103(a): 
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26. Applicants' arguments with respect to claims 1 
view of the new ground(s) of rejection. 

Conclusion 

27. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

o Liu et al. (US 5,155,837) is cited to teach installing a new software version in a different 
partition such that the new version can be verified before it is used. 

o Chen et al. (US 2005/0102660 Al) is cited to teach initialization and update of firmware 
in electronic devices. 

28. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP §706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 
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29. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jue S. Wang whose telephone number is (571) 270-1655. The 
examiner can normally be reached on M-Th 7:30 am - 5:00pm (EST). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Meng-Ai An can be reached on 571-272-3756. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Jue Wang 
Examiner 
Art Unit: 2193 




